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This thorough research work on the origins of trade- 
mark law may make necessary a complete revision of the 
point-of-view as to the nature of trade-marks now held 
by the Anglo-American bench and bar. 


The Historical Foundations of The Law 
Relating to Trade-Marks 


By Frank I, Scuecuter, J. D. 
of the New York bar 


Covers every important factor in the development of trade- 
mark law from the gild records of the thirteenth century to 
the 1925 advance sheets of opinions of English and Amer- 
ican courts. 


The final chapter gives a critical analysis of present tenden- 
eies in trade-mark law in the light of the author’s histor- 
ical researches. 


Contains extensive bibliographies, index, table of cases and 
table of statutes. 


Academic in thoroughness but practical in theme and inter- 
esting in treatment. The first volume of a new series of 
Columbia Legal Studies, edited by the faculty of the School 
of Law in Columbia University. 


240 pages, 4 plates, octavo; cloth. Price $6.00. 
To be published May 15th. 
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should be in the hands of every subscriber. 
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; Everett O. Fisk & Co., INc. v. Fisk Tracuers’ AGEency, INc., 
} (3 Fed Rep. [2] 7) 


United States Circuit Court of Appeals, Eighth Circuit 
December 17, 1924 


Trave-Marks AND TrapE-NaMES—WHEN ASSIGNABLE. 

A trade-name cannot be assigned, except as an incident to the 
sale of the business and good-will in connection with which it has 
been used. 

Trape-Marks aNpD Trape-Names—*“Fisk Teacuers’ AGeNcy”’—RIGHT 
Exciupe Use Losr sy Permirrinc Use sy Orners. 
Complainant, which was first to use the name “Fisk Teachers’ 

Agency” as the title of a teachers’ agency, located in Boston, by 
licensing the use of such name to various similar agencies located 
in different sections of the country, which agencies were advertised 
by complainant under such names, lost the right of protection to its 
exclusive use, inasmuch as the name, instead of designating the parent 


agency, has come to be associated in the minds of patrons and public, 
with the local offices bearing it. 


TO 


In equity. Decree for defendants, and complainant appeals. 
Affirmed. 


Ralph W. McCrillis, of Denver, Colo., for appellant. 
Horace N. Hawkins, of Denver, Colo. (B. F. Reed and Robert 


W. Steele, Jr., both of Denver, Colo., on the brief), for 
appellees. 


Before Lewis, Circuit Judge, and Muncer and MILter, 
District Judges. 


Muneer, D. J.: This suit was brought to enjoin the use of 
a corporate name, the plaintiff claiming it to be its trade-name. 
The bill was dismissed, and the plaintiff has appealed. The 
plaintiff below was Everett O. Fisk & Co., a Massachusetts corp- 
oration, claiming a pricrity to the use of the trade-name, “Fisk 
Teachers’ Agency,” The defendants were M. E. Shuck and his 
wife and a corporation of Colorado, organized by Mr. Shuck under 
the name of “The Fisk Teachers’ Agency, Inc.” 


From the pleadings and the evidence it appeared that Everett 
| O. Fisk in 1884 established at Boston, Mass., what was called 
the Boston Teachers’ Agency. The general object of the business 
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was finding positions for teachers and teachers for positions. A 
few years later Mr. Fisk associated Mr. William B. Herrick with 
him as a partner in the business, under the former firm name. 
This name was changed in 1890 to that of the “Boston, New York 
& Los Angeles Teachers’ Agency,” and in 1891 to “Boston, New 
York, Chicago, Chattanooga, Portland, and Los Angeles Teachers’ 
Agency.” In 1892 the firm name was changed to “Fisk Teachers’ 
Agency,” and in 1898 the firm transferred its business to an incor- 
poration under the laws of Maine by the name of “Everett O. Fisk 
& Co., Incorporated.” In 1917 this corporation transferred the 
business to the plaintiff, a corporation of Massachusetts, known 
as “Everett O. Fisk & Co.” Mr. Fisk has been associated with 
all of these firms and corporations and has had the chief financial 
interest in them. The name “Fisk Teachers’ Agency” has been 
used by the plaintiff and its predecessors as a trade-name since 
1898. 

For many years the plaintiff has had contracts with individuals 
in pursuance of which these persons have conducted a business 
similar to that of the plaintiff, at various cities in the United States, 
such as New York, Syracuse, Philadelphia, Pittsburgh, Birming- 
ham, Memphis, Chicago, Kansas City, Denver, Portland, Oregon, 
Berkeley, Calif., and Los Angeles under the name “Fisk Teachers’ 
Agency.” In general, by these contracts the plaintiff has given 
the right to use the trade-name “Fisk Teachers’ Agency,” agreed 
to furnish office stationery, advertising circulars, and blank forms 
for registration of teachers and positions, and to include the name 
of the local office in the general advertising sent out by plaintiff. 
In return, the persons conducting the local offices have agreed to 
pay to plaintiff a share of the gross proceeds of the business, and 
to be subject to the plaintiff's directions as to relationship with 
“other Fisk Agencies.” The local offices own whatever property 
is used in the business, and have complete control over the conduct 
of the business, except as the contract limits it. The method of 
operating, as it has been established under these contracts and 
with the approval of the plaintiff, is about as follows: 

The person holding the local office makes personal solicitation 
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of officers of educational institutions for the privilege of furnishing 
applications of teachers for positions to be filled, and _ solicits 
teachers to make application through the local office for such 
positions as they desire to fill. Advertising is also made of the 
nature of the service sought to be rendered. ‘There seems to be 
an understanding that the local office is to limit its main efforts 
to the territory that is nearer to that office than to the other 
offices, but each office, whether of the plaintiff at Boston, or any 
of the others, may seek to fill positions in any school, regardless 
of geographical location, especially if the teacher or school officer 
wishes the services of some particular office. For the services 
rendered a fee is charged, mainly based upon a percentage of the 
annual salary of a teacher who has secured a position as a result 
of the efforts of the plaintiff or of the other local offices. 

The plaintiff has been a liberal advertiser, especially in edu- 
cational journals and in pamphlets and circulars distributed to 
school officers and teachers. For many years these advertisements 
have usually had a heading of “The Fisk Teachers’ Agencies,” 
and often, but not always, followed by the words “Everett O. 
Fisk & Co., Proprietors,” and then followed by a list of the street 
addresses in the various cities of the local offices. The stationery 
and circulars furnished to the local offices, or used by the plaintiff, 
usually have had a list of all the offices printed as a part of the 
headings. One of the local offices established by the plaintiff was 
at Denver, Colo., in 1897. Mr. Ripenburg conducted this office 
until 1914, when he made a contract for the sale of the business 
to the defendant M. E. Shuck, and a contract was made between 
the plaintiff and Mr. Shuck, similar to the contracts as to local 
offices which has been mentioned. Mr. Shuck was given the entire 
control of the office as far as local matters were concerned, but 
was made subject to the plaintiff as to his relations with “other 
Fisk Agencies.” The contract was made for a period of 8 years 
and provided that Mrs. M. E. Shuck should inherit Mr. Shuck’s 
right, if he became incapacitated from continuing the work. Mr. 
Shuck agreed to pay to the plaintiff 20 per cent. of the cash receipts. 
In September, 1921, Mr. Shuck refused to be longer bound by 
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the contract, and with his wife and a relative organized the de- 
fendant corporation at Denver, under the laws of Colorado by the 
name “The Fisk Teachers’ Agency, Inc.” Since that time the 
corporation has conducted a business of finding and filling posi- 
tions for teachers, in a manner similar to that of the plaintiff and 
the local offices which have been mentioned. 

The foundation of the plaintiff's claim is that the name “Fisk 
Teachers’ Agency” is its trade-name, by which its services are 
advertised and known. It claims, also, that it has operated through- 
out the United States under this trade-name by means of licensed 
agencies, each known as “Fisk Teachers’ Agency.’ The proofs 
establish the use of the trade-name by the plaintiff itself since 
1893. The use of the same trade-name by the many local offices 
which have been mentioned has continued for a great number of 
years. The plaintiff was not the proprietor of these local offices, 
and the managers of them were not the agents of the plaintiff. 
They were owned and managed by those having them in charge, 
who alone were responsible for their conduct, except for the con- 
tractual obligations to the plaintiff. The plaintiff did not undertake 
to sell its business, or a part thereof, when it entered into these con- 
tracts for the conduct of these local offices, if it could be said that it 
might sell the right to conduct them. See Messer v. The Fadettes, 
168 Mass. 140, 142, 46 N. E. 407, 37 L. R. A. 721, 60 Am. 
St. Rep. 371. The plaintiff's attempted license of the right to use its 
trade-name was ineffective, because a trade-name cannot be as- 
signed, except as an incident to the sale of the business and good- 
will in connection with which it has been used. Kidd v. Johnson, 
100 U. S. 617, 620, 25 L. Ed. 769; United Drug Co. v. Rectanus 
Co., 248 U. S. 90, 97, 89 S. Ct. 48, 68 L. Ed. 141 [9 T. M. 
Rep. 1]; Hanover Milling Co. v. Metcalf, 240 U. S. 408, 414, 36 
S. Ct. 357, 60 L. Ed. 713 [6 T. M. Rep. 149]; Macmahan Pharma- 
cal Co. v. Denver Chemical Co., 118 F. 468, 475, 51 C. C. A. 802; 
Independent Baking Powder Co. v. Boorman (C. C.) 175 F. 448, 
451; Spiegel v. Zuckerman (C. C.) 175 F. 978, 984; Lea v. New 
Home Sewing Mach. Co. (C. C.) 189 F. 782, 733; Bulte v. Iglehart 
Bros., 1387 F. 492, 498, 70 C. C. A. 76; Dietz v. Horton Mfg. Co., 
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170 F. 865, 871, 96 C. C. A. 41; Rodseth v. Northwestern Marble 
Works, 129 Minn. 472, 476, 152 N. W. 885, Ann. Cas. 1917A, 257; 
Falk v. American West Indies Trading Co., 180 N. Y. 445, 450, 73 
N. E. 289, 1 L. R. A. (N. S.) 704, 105 Am. St. Rep. 778, 2 Ann. 
Cas. 216; 38 Cyc. 867. 

The evidence shows that the use of the plaintiff’s trade-name 
by the many local offices, under the sanction of contracts made 
by the plaintiff assuming to license the use of the trade-name, 
has caused the name to lose its dictinctiveness as the trade-name 
of the plaintiff. The service rendered to teachers and officers of 
schools has for many years represented generally to such persons 
and to the public, not the efforts, the experience, or the responsi- 
bility of the plaintiff, but of the persons conducting these local 
offices. As was said in Powell v. Birmingham Vinegar Brewing 
Co., 2 Ch. D. (L. R. 1896) 54, 73: 

“There is another way in which a name originally a good trade- 
name may lose its character and become publici juris; i. ¢., when the 
first person using the name does not claim the right to prevent others 
from using it, and allows others to use it without complaint. The name 
then comes to denote the article and nothing more; the name becomes 
publici juris, and anyone is at liberty to make the article, and call it by 
the name by which it is usually known.” 

The question of abandonment of a trade-name or mark is a 
question of intent (Sazlehner v. Eisner § Mendelson Co., 179 
U. S. 19, 81, 21 S. Ct. 7, 45 L. Ed. 60; Baglin v. Cusenier Co., 
221 U. S. 580, 598, 31 S. Ct. 669, 55 L. Ed. 868 [1 T. M. 
Rep. 147]; Hanover Milling Co. v. Metcalf, 240 U. S. 403, 419, 
36 S. Ct. 357, 60 L. Ed. 713), and abandonment is not necessarily 
to be inferred from mere failure to prosecute infringement (Ac- 
tiengesellschaft, etc. v. Amberg, 109 F. 151, 48 C. C. A. 264; 
Menendez v. Holt, 128 U. S. 514, 528, 9 S. Ct. 148, 32 L. Ed. 
526; Ansehl v. Williams [C. C. A.] 267 F. 9, 13; Williams v. 
Adams, Fed. Cas. No. 17,711), but may be inferred from disuse, 
lapse of time, and other circumstances evidencing the intention 


to discontinue its distinctiveness (French Republic v. Saratoga 
Vichy Co., 191 U. S. 427, 487, 24 S. Ct. 145, 48 L. Ed. 247; 
Royal Baking Powder Co. v. Raymond [C. C.] 70 F. 876, 381; 
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Eiseman v. Schiffer [C. C.] 157 F. 478; Blackwell v. Dibrell, 
Fed. Cas. No. 1,475; Dietz v. Horton Mfg. Co., 170 F. 865, 872, 
96 C. C. A. 41; Brower v. Boulton [C. C.] 58 F. 889; Cohen v. 
Nagle, 190 Mass. 4, 11, 76 N. E. 276, 2 L. R. A. [N. S.] 964, 
5 Ann. Cas. 558; Corkran, Hill & Co. v. A. H. Kuhlemann Co., 
186 Md. 525, 538, 111 A. 471, 474 [10-T. M. Rep. 458]). 

The intention of the plaintiff has been plainly manifested by 
the formal contracts and its acquiescence in the performance of 
these contracts, whereby, for a monetary consideration, it has 
for a long time allowed its trade-name to represent to the public 
the business of others. After thus misleading the public, it is 
not in position to ask the aid of a court of equity to protect the 
reputation of that name as an indication of the plaintiff's services. 

This conclusion makes it unnecessary to consider the effect of 
the representations in the plaintiff's advertisement, contrary to the 
fact, that it is the proprietor of these local offices. See Manhattan 
Medicine Co. v. Wood, 108 U. S. 218, 2 S. Ct. 486, 27 L. Ed. 
706; Worden v. California Fig Syrup Co., 187 U. S. 516, 23 S. Ct. 
161, 47 L. Ed. 282. 

The decree will be affirmed. 


Simpson T. Pease et Av. v. Scorr County MILtLtinc Company 


United States District Court for the Eastern Division, Eastern 
Judicial District of Missouri 


March 24, 1925 


Trave-Marks—INFRINGEMENT—“NoxaLL”—Stock Foop ann Wueat Four 

Goons or DirrereNtT Descriptive Properties. 

Defendant’s use of the word “Noxall” as a trade-mark on wheat 
flour did not infringe plaintiff's use of the same mark on stock food, 
inasmuch as the respective goods were so unlike in composition, manu- 
facture and use as to preclude confusion. However, defendant’s use 
thereof on stock food, begun later than that of plaintiff, was enjoined. 

Same—SamMeE—SaME—Worps 1N Common Use—Limrration or Prorectrion. 

While distinctive names such as “Kodak,” or “Ford” will be 
broadly protected in all cases where damage will be inflicted by 
unauthorized use, words like “Blue Ribbon,” “Star” and “Noxall” 
may be protected only within the range of use upon similar goods. 
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In equity. Suit for trade-mark infringement. Judgment for 
plaintiff. 


Edgar T. Brandenburg, of Washington, D. C., J. F. Branden- 
burg, of New York City, and John H. Bruninga, of St. 
Louis, Mo., for plaintiff. 

Andrew B. Remick, of St. Louis, Mo., for defendant. 


Orat OPINION oF THE CouRT 


Faris, J.: This case was submitted some time ago, but was 
overlooked by the Court. It came by transfer, pursuant to stipula- 
tion, from the Southeastern Division, being originally numbered 
220, and now numbered 6,473, in equity on the docket of this Court. 

This is a suit in equity, as forecast by the number, for an 
injunction and an accounting, bottomed upon an alleged infringe- 
ment, by defendant, of the registered trade-mark of plaintiffs, which 
trade-mark carries the word “Nox-All,’ as applied to a mixed, 
or commercial, stock food made by plaintiffs, which said trade- 


mark was duly registered by plaintiffs on the thirtieth day of 
October, 1922. 

In the beginning, I should have stated that the case was 
submitted to the Court on an agreed statement of facts; no evidence 
was taken in it. 


The answer of the defendant is an admission of the fact of the 
issuance of the certificate of registry of the trade-mark to plain- 
tiffs; that plaintiffs are engaged in making and selling stock foods; 
that defendant is likewise engaged in selling a stock food under 
the name of “Noxall,’ and that plaintiffs heretofore complained 
of the action of defendant in the behalf last mentioned. Other 
facts are denied, in substantial effect; that is to say, defendant 
avers that it has no knowledge or information of the existence of 
the facts pleaded, and asks that strict proof thereof be made and 
required of plaintiffs. 

Defendant also sets up a counter-claim, for that, as it is 
alleged, in the year 1893 its predecessor began using the word 
‘‘Noxall” as a trade-mark on wheat flour made by its predecessor; 
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that on February 20, 1916, defendant registered this trade-mark, 
as by law permitted, in the Patent Office, and that both before 
and after such registration, defendant and its predecessor constant- 
ly and continuously used such trade-mark on wheat flour made and 
sold by it, and by its said predecessor. 

The agreed statement of facts on which the case is submitted 
to the Court, which, eliminating merely conceded jurisdictional 
matters, substantially is, that since 1908, plaintiffs and their 
predecessor have been making and selling a mixed stock food com- 
posed of corn, oats, alfalfa meal, and molasses, which they marketed 
under the trade-name of “Nox-All’’; that in the year 1915, plain- 
tiffs’ predecessor began selling such stock food so marked, in inter- 
state commerce; that on October 30, 1922, plaintiffs registered 
this name as a trade-mark for such mixed stock food, in the Patent 
Office, pursuant to law, and got a certificate thereof, hearing the 
above date and numbered 146,329; that plaintiffs have extensively 
advertised such stock food at substantial expense, and during the 
years 1921, 1922 and the first half of the year 1923, they have 
sold more than eighteen million pounds of such stock food so 
marked, in many southern states; and that plaintiffs were not 
advised, and had no knowledge, of the use by defendant of the 
word “Noxall’’ on flour, or on any other product, until about the 
month of March, 1921. 

That defendant’s predecessor, about the year 1893, began to 
use the word “Noxall” as a trade-mark for wheat flour made and 
sold by it, and continuously since that date such predecessor used 
this trade-mark, until 1904, when it sold out to defendant, and 
thereafter continuously defendant has used this mark on such 
flour made and sold by it; that in 1916 defendant procured the 
registration of this word ““Noxall” as a trade-mark for wheat flour; 
that up to five years ago defendant was not engaged in making 
and selling food for livestock, but that in 1919 it began selling 
a livestock food made for it by others, according to a formula and 
mixture similar in all ways to that of plaintiffs, that is to say, a 
stock food composed of corn, oats, alfalfa meal and molasses ; that in 
the year 1921 it built a feed mill and began making and continued 





SIMPSON T. PEASE ET AL. V. SCOTT COUNTY MILLING CO. 155 


selling such stock food, marking it, for the whole five-year term, with 
the word “Noxall” as a trade-mark; that it began shipping such 
feed in interstate commerce in 1919, and is now shipping and 
selling the same in many of the states wherein plaintiffs’ product 
is sold. 

It is also agreed that the words “Noxall,’ “Nox-All,’ and 
‘“‘Noxal” have been registered as trade-marks some thirty times, 
for almost every conceivable product, including poultry cures, 
paints, clothing, mineral water, starch, beer, meat, wheat flour 
and stock food; that, in addition, this word is used as a trade- 
name by some fifteen or twenty concerns, to designate divers 
articles of manufacture and sale, from cultivators to washing 
machines. 

Upon these facts both sides contend for judgment. In limine 
it is plain, that since the plaintiffs have been using the word about 
which the dispute wages, for twenty-two years as a trade-mark 
for a mixed stock food, and defendant has been using it for thirty- 
two years as a trade-name for wheat flour, and both parties have had 
it registered as a statutory trade-mark (defendant in 1916, for wheat 
flour, and plaintiffs in 1922, for a mixed stock food), there is no 
such situation presented as indicates fraud, malice or intentional 
infringement, without a fair claim of right. 

The ruled cases disclose two lines of decision: A narrow rule 
of protection in a case wherein the trade-mark in dispute has 
been, as here, registered under the statute for some thirty times 
as a trade-mark, for as many different products, and has also 
been used as a common-law trade-mark as to some twenty other 
products (Columbia Mills Company v. Alcorn, 150 U. S. 460; 
Pabst Brewing Company v. Decatur Brewing Company, 284 Fed. 
110 [18 T. M. Rep. 1]; Church etc. Company v. Russ, 99 Fed. 
276; Borden etc. Company v. Borden etc. Milk Company, 201 
Fed. 510 [8 T. M. Rep. 80]; Lawrence v. Sharpless Company, 
2038 Fed. 726 [8 T. M. Rep. 211]; Denver etc. Company v. 
Alexander etc. Company, 269 Fed. 859 [11 T. M. Rep. 71]; George 
v. Smith, 52 Fed. 880; Beich Company v. Kellogg etc. Company, 
262 Fed. 640 [8 T. M. Rep. 366]; Nuyne Laboratories v. Electro- 
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Alkaline Company, 285 Fed. 999 [13 T. M. Rep. 119]); and a 
broad line of protection, where the common-law trade-mark or 
trade-name, or statutory trade-mark, is original or dictinctive. 
(Aunt Jemima Mills Company v. Rigney Company, 247 Fed. 407 
[6 T. M. Rep. 469]; Peninsular Chemical Company v. Levinson 
Company, 247 Fed. 658 [8 T. M. Rep. 171]; Florence Manu- 
facturing Company v. Dowd, 178 Fed. 73 [1 T. M. Rep. 289]; 
Enoch Morgan’s Sons v. Wood, 152 Fed. 690; Anheuser-Busch v. 
Budweiser etc. Corporation, 287 Fed. 243 [13 T. M. Rep. 193]; 
Vogue Company v. Thompson-Hudson Company, 300 Fed. 509 [ 15 
T. M. Rep. 1}). 

This distinction is made clear by what was said in the case 
of Pabst Brewing Company v. Decatur Brewing Company, supra, 
wherein the words in dispute were the words “Blue Ribbon” as 
applied by plaintiff therein to beer, and by defendant therein to 
malt extract. The Court said: 


“It (‘Blue Ribbon’) was shown to have been registered in the Patent 
Office over sixty times. * * Such registrations at different times and to 
different persons would indicate that the Patent Office did not recognize a 
large measure of inclusiveness in the name. * * * In view of the very 
wide and general employment of ‘Blue Ribbon’ as a trade-name, we 
believe the District Court properly concluded that appellant’s right to 
use it was limited to its registered product, and whatever other first 
use it made of it, and that in appellee’s use of it there was no likelihood 
of any confusion of its product with that of appellant.” 


Again, in the case of Lawrence v. Sharpless Company, supra, 


the controversy arose over the use of the picture of a cow as a 
trade-mark for plaintiff’s butter. Defendant therein was sued, for 
that it had used such a picture on its brand of cheese. What 
the Court said bears on both points involved in the instant case, 
as witness this excerpt: 


“The use of the figure of the cow upon the defendant’s prints of 
butter prior to its use by complainant’s for cheese would not, in my 
opinion, invalidate the complainants’ trade-mark. * * * While butter and 
cheese are both dairy products, they are in such distinctly different classes 
that neither can be said in any sense to enter into competition with the 
other. Similar trade-marks put upon cheese as a product of one party 
could by no possibility deceive the purchaser intending to buy the butter 
of the other party, and vice versa. The defendant does not claim to have 
used its trade-mark of the side figure of a cow upon packages of cheese 
until after it had been nearly thirty years in constant use on cheese 
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by the complainants, and there is no proof that it was used by the de- 
fendant on cheese in such a manner as to give it any right thereto prior 
to the registration of the complainants’ trade-mark in 1906. * * * The fact 
that the defendant was a maker and dealer in dairy products in general 
would not entitle it to appropriation of its trade-mark for butter to 
the whole field of dairy products, nor give it the right, as against its 
prior use upon cheese, to adopt it as a trade-mark for cheese.” 


It is fairly clear, that the Patent Office did not consider that 
wheat flour and a mixed stock food made of corn, oats, alfalfa 
meal and molasses, were in the same trade-mark category; other- 
wise that office would not have registered the word “Nox-All” as 
a trade-mark of plaintiffs for a stock food in 1922, when it had 
theretofore in 1916 registered this identical word (barring the 
hyphen) as a trade-mark for defendant’s wheat flour. Even before 
this, it had registered this identical word as a statutory trade- 
mark, for chicken cholera medicine, beer, starch, corn cure, meat, 
and mineral water, not to mention nineteen other registrations of 
the word as a trade-mark for other manufactured products and 
articles, running in the alphabetical category from clothing to 
tents. 

A distinctive name, such as “Kodak,” ‘Budweiser,’ “Ford,” 
“Aunt Jemima,” “Penslar’ and “Delmonte,” will be broadly pro- 
tected in all cases where damage will be inflicted by unauthorized 
use; while words like “Blue Ribbon,’ “Star” and “Noxall’” and 
other words of like character, will be protected only within the 
range of use upon similar goods. 

Here defendant and its predecessor used this word as a 
common-law mark on wheat flour, for some twenty years or more, 
and as a statutory trade-mark on similar flour for some six years 
before this action was begun. Plaintiffs and their predecessor 
have used this word for more than twenty years as a common-law 
trade-mark, and for some two years as a registered statutory 
trade-mark for a mixed stock food, made from corn, oats, alfalfa 
meal and molasses. 

Plaintiffs or their predecessor, had been using the word on 
stock food some fifteen years before defendant went into the business 


of making or selling a stock food, similar in all respects, to that 
of plaintiffs. 
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In the light of the ruled cases, and in common sense, there is 
such difference existing in the composition, manufacture and use 
of the two products in question here, as to make it fairly plain 
that neither one necessarily invades the field of the other. I see 
no reason why the statutory trade-mark of plaintiffs should not 
be upheld as to the stock food in question, or why, so far as this 
case is concerned, the trade-mark of defendant should not stand 
as a trade-mark to designate the wheat flour made by defendant. 

The finding, therefore, will be for plaintiffs, that their statu- 
tory trade-mark is infringed by defendant, as, also, for plaintiffs 
and against defendant, on defendant’s counter-claim, and _ this 
counter-claim will be dismissed. 

Plaintiffs may have a decree for an injunction as prayed, and 
for an accounting as to damages and profits, since the filing of 
their bill of complaint herein, on the thirteenth day of December, 
1922, and to this end, a master will be appointed, if requested. 

The Court thus limits the right of the potential recovery of 
damages and profits, because the facts and situation do not disclose 
any actionable recalcitrancy, or any malicious or intentional in- 
fringement. The circumstances, as already forecast, indicate that 


the parties honestly believed that they had the right to use the 
trade-mark in question. 


A decree may be submitted accordingly. 


GeNERAL Baxina Company v. Warp Baxinec Company 
Court of Appeals of the District of Columbia 
March 2, 1925 


Trave-Marxs—“Bonp” anp “Warranty” For Breap—Nor Deceprivery 
SIMILar. 

The word “Warranty” is not deceptively similar to the word 

“Bond,” both used on bread; moreover, the field is open to others 

to adopt and use suggestive marks that are not deceptively similar. 


On appeal from a decision of the Commissioner. Affirmed. 
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Before Martin, Chief Justice, Ross, Justice, and Barser, 
Judge, U. S. Court of Customs Appeals. 


F. P. Warfield and E. W. Leavenworth, of New York, N. Y., 
for appellant. 
W. B. Morton, of New York, N. Y., for appellee. 


Ross, A. J.: Appeal from concurrent decisions of the Patent 
Office tribunals dismissing appellant’s opposition to the registration 
by appellee of the word “Warranty” as a trade-mark for bread, the 
ground of the opposition being appellant’s use of the word “Bond” 
as a trade-mark on the same class of goods. 

If “Bond,” as used by appellant, were more than suggestive, 
it would be descriptive and hence not subject to appropriation as 
a trade-mark. Being merely suggestive, however, it necessarily fol- 
lows, as we have said many times, that the field is open to others 
to adopt and use suggestive marks that are not deceptively similar. 
An inspection of the two marks here involved clearly discloses that 
appellee has met this test. 

The decisions of the Patent Office contain a full and satis- 
factory discussion of the question involved, and we therefore affirm 
the decision appealed from without more. 


Reo Moror Car Company v. Trarric Motor Truck Corporation 
Court of Appeals of the District of Columbia 
March 3, 1925 


Trave-Marxs—Limiration oF Ricut 1N Descrrerive Marxs—Speepsoy” 
ann “Speep Wacon” ror Motor Trucxs—Opposirion Dismissrp 
Appellant, which adopted the descriptive words “Speed Wagon” 

as a trade-mark for motor trucks, and registered it under the Act of 
1920, held without right to exclude others from the use of the descrip- 
tive features of such mark, if used in such a way as to distinguish the 
two marks. 


On appeal from a decision of the Commissioner. Affirmed. 
(For Commissioner’s decision see 14 T. M. Rep. 35.) 





bacal 
. 
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Before Martin, Chief Justice, and Ross and Van OrspEL, 
Associate Justices. 


O. W. Jeffery, of New York, N. Y., for appellant. 
H. G. Cook, of St. Louis, Mo., for appellee. 


Ross, A. J.: Appeal from concurrent decisions of the Patent 
Office tribunals in a trade-mark opposition proceeding dismissing 
appellant’s opposition to the registration by appellee of “Speedboy“ 
as a trade-mark on motor trucks. 

Appellant registered the mark “Speed Wagon” under the Act 
of March 19, 1920, (41 Stat. 583), registration having been refused 
under the Act of February 20, 1905, (83 Stat. 724), on the ground 
that the mark was descriptive. 

We agree with the Patent Office that, having adopted a 
descriptive mark, appellant has no right to exclude others from 
the use of the descriptive features of that mark if used in such 
a way as to distinguish the two marks. Appellee has met this 
test, for the only similarity between the two marks is in the use 
of the descriptive word “Speed.” See Sheffeld-King Milling Co. 
v. Theopold-Reid Co., 50 App. D. C. 200, 269 Fed. 716; Patton 
Paint Co. v. Sunset Paint Co., 53 App. D. C. 848, 290 Fed. 323 
[13 T. M. Rep. 885]; American Tobacco Co. v. Globe Tobacco Co., 


193 Fed. 1015 [2 T. M. Rep. 187]; Feil Co. v. J. E. Robbins Co., 
220 Fed. 650 [5 T. M. Rep. 168]. 


The decision is affirmed. 










Douurus-Miee Et Cie, Societe ANoNYME Vv. RicHarpson SiLk Co. 
Court of Appeals of the District of Columbia 
March 2, 1925 


Trape-Marxs—OpposiTion—Letrers as Trape-Marxs—“‘R. M. C.,” wor 
AN INFRINGEMENT ON “D. M. C.” 

The letters “R. M. C.” held not to infringe the letters “D. M. C.,” 
used on like goods. Moreover, no one has the right, by adopting a 
combination of figures or letters, to exclude others from the use 
of different combinations of either, provided the latter are not so 
closely similar to the former as to lead to confusion. 
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On appeal from a decision of the Commissioner. Affirmed. 


Before Martin, Chief Justice, and Ross, Justice. Van 
OrspveL, Justice, did not sit in this case but, by stipulation, partici- 
pated in the decision. 


J. L. Stewart and J. H. Griffin, of New York, N. Y., for 
appellant. 
J. D. Morgan, of New York, N. Y. for appellee. 


Ross, A. J.: This is an appeal from a decision of the 
Commissioner of Patents dismissing appellant’s opposition to the 
registration by appellee of the letters “R. M. C.” as a trade-mark 
for cotton threads and yarns. Affirmed. Appellant based its 
opposition upon the prior use, on goods of the same descriptive 
properties, of the mark “D. M. C.” 

The Commissioner based his ruling upon a decision of the 
Circuit Court of Appeals, affirming a decision of the District Court, 
in Dollfus-Mieg & Cie v. Richardson Silk Co., an infringement 
and unfair competition case involving the same parties and marks 
now before us. The trial court disposed of the question of in- 
fringement in the following words: “On the question of the trade- 
mark as such, the defendant has the right, and anybody else in the 
world has the right, to use any initials or combination of initials 
that they may deem proper. I do not see any need of spending 
any time on that point. There is no infringement whatever on the 
trade-mark D. M. C. by the letters R. M. C.” The Court also 
found that there had been no unfair competition. This decision 


was affirmed without opinion by the Circuit Court of Appeals. 
285 Fed. 1019. 


Whether that decision was binding upon the parties and the 
Patent Office in this proceeding we need not stop to inquire, since 
we are in full accord with the conclusion reached, namely, that no 
one has the right, by adopting a combination of figures or letters, 
to exclude others from the adoption and use of different combina- 
tions of either. Of course, the second combination may not so 
closely approximate the first in subject matter and accessories as 
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to lead to confusion. Appellee, however, has met this requirement, 
hence there was no basis for the filing by appellant of the opposi- 
tion proceeding. See McIlhenny’s Son v. New Iberia Extract of 
Tobacco Pepper Company, Limited, 80 App. D. C. 387. 

The decision is affirmed. 


Tueo. Weiss & Co., Inc. v. Stuart, Keitnu & Co., Inc. 
Court of Appeals of the District of Columbia 
March 2, 1925 


Trape-Marxs—RecisrraTion oF Separate Features oF Mark nor Per- 

MISSIBLE. 

One may not segregate his trade-mark “and, by registering each 
of its features separately, thereby prevent the registration by another 
of any particular part of the mark as actually used, when such 
registration and use by another would cause no confusion to the 
trade or prejudice to the first user.” 

Same—“Just Lixe Dapn’s” on Overatis—Part or ComPpostre 

Trape-Mark Use. 

Where appellee claimed right to the words “Just Like Dad’s” 
as a trade-mark for overalls, but used same thereon only as the 
minor feature of a label whereon the words “Little Man’s Overall” 
and the picture of a boy in overalls were prominent, held that such 
use was not a trade-mark use and gave appellee no right as against 
appellant to the use of the words first quoted. 


Marx—No 


Appeal from the Commissioner’s decision in an interference 
proceeding. Reversed. 


Before Martin, Chief Justice, Ross, Justice, and Barrer, 
Judge, U. S. Court of Customs Appeals. 

Cyrus Kehr, of Washington, D. C., for appellant. 

W. F. Hall, of Washington, D. C., for appellee. 


Ross, A. J.: Appeal from a Patent Office decision in a trade- 
mark interference proceeding in which priority and the right of 
registration were awarded the junior party, appellee here. 

The appellee, in its verified petition for registration, alleged 
that it had continuously used the mark for which it sought regis- 
tration since September 7, 1910, and that it had applied the mark 
“directly to the goods by printing or stamping the same thereon” 
and also had applied or affixed it to the goods by placing thereon, 
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or on the package containing them, printed labels on which the 
mark was shown. We here reproduce the sample of the mark 
filed with the Patent Office: 


To substantiate the averments of its petition, the testimony 
of four witnesses was taken by appellee. The first witness, its 
president, testified that the corporation manufactured overalls 
for men and boys, and he thereupon produced a sample of the 
goods of the latter class. He then testified in part as follows: 


‘Q. 7. Do you distinguish this garment by any means to 
designate it as being different from your other line of goods? 

“A. We do. 

“Q. 8. How? 

“A. With a ticket and with the wording ‘Little Man’s Overall 
Just Like Dad’s.’ 


“Q. 9. Will you produce such a ticket referred to in your 
last answer? 


“A. We will.” 


We here reproduce the ticket referred to by this witness, 
which was marked Exhibit 2: 


THE 


LITTLE MAN’S 


OVERALL. 


JUST LIKE DAD’S 
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The witness then testified that garments of this style were 
shipped into various states of the Union and that appellee “got 
up in 1912 the ticket which is now attached to the garment and 
which bears the phrase, “Just Like Dad’s.”” He then was asked: 
“TI note from these records to which you have referred that refer- 
ence is made to garments bearing the ‘Little Man’s Ticket.’ Is 
this the garment referred to?” He replied, “It is” and was asked, 
“Did these garments bear a ticket similar to that of Exhibit 2?” 
After he had replied “They did,” he was further asked, “Has 
the use of this ticket as Exhibit 2 on goods as Exhibit 1 been 
continuous by Stuart, Keith & Co., Inc., since the date set out 
in the production of these exhibits?” His response was, “It has.” 

The testimony of the other witnesses did not differ materially 
from that of the first. 

The foregoing testimony falls short of showing such trade- 
mark use of the “ticket” referred to by the witnesses as is con- 
templated by the registration statute. Hump Hairpin Co. v. De 
Long Co., 89 App. D. C. 484 [8 T. M. Rep. 288]. But, even 
assuming such use, the position of appellee is not bettered, for 
it has sought the registration of a mark as to which the testimony 
shows no use whatever. In other words, one mark is claimed 
and the use of another shown. The dominating features of the 
ticket produced clearly are the words “Little Man’s Overall’ and 
the representation of a boy or “Little Man.” The phrase “Just 


Like Dad’s” is nothing more than accessory, the attempt to register 


which, upon a showing of the composite mark, is directly in con- 
flict with the ruling of this Court in Planten v. Canton Pharmacy 
Co., 38 App. D. C. 268. In that case we said that a party might 
not segregate his trade-mark “and, by registering each of its 
features separately, thereby prevent the registration by another 
of any particular part of the mark as actually used,’ when such 
registration and use by another would cause no confusion to the 
trade or prejudice to the first user. We further said: “A firm 
may have one or a dozen marks, but, owing to the nature and 
objects of trade-marks, it seldom happens that more than one 
mark is used by any dealer to designate a particular article. Thus 
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the record shows that Planten has used the registered mark to 
designate the goods to which the mark of the application is said 
to apply. In contradiction of the statement in his application, he 
filed with his application not the mark of the application, but 
the mark previously registered. The trade-mark act confers the 
right of registration upon ‘the owner of a trade-mark used in com- 
merce with foreign nations, or among the several states, or with 
Indian tribes,’ providing the applicant complies with various re- 
quirements stated in the act, and files a verified declaration that 
the conditions entitling him to the benefit of registration exist. 
Statutory use of the mark is a prerequisite to the right of regis- 
tration. * * In otherwords, proof of the use of the words ‘Planten’s 
C. & C. or Black Capsules,’ in a case where those words have been 
registered as a trade-mark, does not establish the use of the words 
‘Black Capsules’ as a trade-mark, for the words eliminated from 
the registered mark are, under the prior application, an essential 
part of that mark.” 

In Quaker City Flour Mills Co. v. Quaker Oats Co., 43 
App. D. C., 260, 263 [5 T. M. Rep. 197], a somewhat similar 
situation was presented and the Court said: “But the difficulty 
here is that ‘the mark as claimed’ has not been used. It is only 
part of the mark which actually designated the product to which 
it was applied.” 

In re Fitzpatrick Bros., 48 App. D. C., is the same effect, 
and in Beckwith v. Commr. of Patents, 252 U. S. 588, 545 [10 
T. M. Rep. 255], the Supreme Court said: “The commercial 
impression of a trade-mark is derived from it as a whole, not from 
its elements separated and considered in detail. For this reason 
it should be considered in its entirety * * .” 

It follows that appellee was not entitled to an award of 
priority. 

The Patent Office has found, and in that conclusion we concur, 
that the evidence in behalf of appellant established adoption and 
use since 1918 of the mark claimed by it. 
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An ocular examination of appellee’s Exhibit 2 ticket and 
appellant’s mark convinces us that there is no likelihood of con- 
fusion from their concurrent use. It results that the decision must 
be reversed and priority awarded appellant. 


AMERICAN Printing Ink Company or Cuicaaco, ILL. v. AMERICAN 
Painting Ink Company or CINCINNATI, OHIO 


(331 O. G. 486) 


November 29, 1924 


Trape-Marxs—Act or 1920—Excuiusive Use One Year Prior to Reais- 

TRATION. 

Section 1 (b) of the Act of March 19, 1920, requires that the 
registrant shall have had exclusive use of the mark for one year 
prior to the date of its application for registration. 

Same—Deceprive Mark. 

“A symbol or label claimed as a trade-mark, so constituted or 
worded as to make or contain a distinct assertion which is false, 
will not be recognized, and no right to its exclusive use can be 
maintained.” 

Same—Deception as To Goons To BE Soxp. 

Intentional deception as to the goods themselves to be sold to the 
purchaser or customer is sufficient to exclude a party so offending from 
any claim based upon exclusive use or right to the use of a mark. 

Same—UnInTentTIonaL Deception. 

Where the petitioner obtained a copyright for its label and placed 
on such label the notice “Registered Trade-Mark,” when in fact it 
had no registration of the notation as a mark, and explained that 
this deception practiced upon the public was due to a mistake on 
the part of all the officers of the petitioner corporation in thinking 
they had obtained a trade-mark registration instead of a copyright 
for their label, held that the unintentional deception was not of a 
character depriving it of its right to use the mark as a trade-mark. 


Appeal from the Examiner of Interferences. Affirmed. 


Fraser, Myers § Manley, of New York City, for American 
Printing Ink Company of Chicago, III. 

William L. Symons, of Washington, D. C., for American 
Printing Ink Company of Cincinnati, Ohio. 
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Kinnan, F. A. C.: This case comes on for review, by appeal of 
the registrant, of the decision of the Examiner of Trade-Mark 
Interferences sustaining the petition for cancellation. 

The petitioner, American Printing Ink Company of Chicago, 
seeks cancellation of the certificate of registration granted the 
American Printing Ink Company of Cincinnati, under the Act of 
March 19, 1920, for the notation “The American Printing Ink 
Company.” 

From the testimony and the stipulations entered into by the 
parties it is established that the petitioner is a corporation existing 
since 1897 and that from such date until 1901 petitioner con- 
tinuously manufactured and sold in interstate commerce printing 
inks identified by the name “American Printing Ink Company” and 
continuously since March, 1901, until the present time has manu- 
factured and sold in interstate commerce printing inks identified 
in the manner indicated in the exhibits filed in connection with the 
depositions of George J. Warmbold, Jr., and C. M. Coate. Regis- 
trant claims adoption and use beginning at a later date than that 
established by petitioner. The marks are identical, as are the 
goods upon which they are used. It is very clear these two 
marks cannot be used in commerce in the same locality without 
confusion in trade. It clearly appears that the registrant had not 
had exclusive use of the mark for one year prior to the date of 
its application for registration, as required by Section 1 (b) of the 
Act of March 19, 1920. It is to be noted the word “exclusive” 
does not appear in this section of the act, but the presence of the 
Provided clause at the end of this section, as well as the provision 
of Section 2, that cancellation will follow if it appear after a hear- 
ing the registrant is not entitled to the exclusive use of his mark 
at the date of his application, warrant the reading of this word 
“exclusive” in this first section of the act. Postum Cereal Com- 
pany v. California Fig Nut Company, 313 O. G. 454 [14 T. M. 
Rep. 281]. 


From the foregoing it appears clear enough the registration 
should be cancelled unless petitioner has forfeited its rights in 
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the premises by falsely advertising its label as a registered trade- 
mark. 

It is in evidence petitioner obtained a copyright for its label 
and placed on such label the notice “Registered Trade-Mark 
No. 816,” or “Registered in U. S. Patent Office Trade-Mark 
No. 316,” when in fact it had no registration of the notation as a 
trade-mark. In explanation of this deception practiced upon the 
public the witness, Warmbold, Jr., states that it was due to a 
mistake on the part of all the officers of the petitioner corporation in 
thinking they had obtained a trade-mark registration instead of a 
copyright for their label. 

Is this such a fraud and such unfair dealing with the public 
as to take from petitioner its standing in this proceeding? Regis- 
trant has cited and discussed in its brief several interesting and 
instructive adjudicated cases in support of its contention that peti- 
tioners’ misrepresentation ousts its rights here. In the case of the 
Manhattan Medicine Company v. Wood et al., 108 U. S. 218, 23 
O. G. 1925, 1883 C. D. 268, the Supreme Court held that a court 
of equity would extend no aid to sustain a claim to a trade-mark 
on an article which is put forth with a misrepresentation to the 
public as to the manufacturer and the place of manufacture of the 
article. The complainant had manufactured its preparation “‘At- 
wood’s Vegetable Physical Jaundice Bitters” in the city of New 
York, the manufacturer being the Manhattan Medicine Company, 
but the bitters were advertised to have been manufactured by Moses 
Atwood at Georgetown, Mass. Likewise, in the case of Clinton E. 
Worden & Co. v. California Fig Syrup Company, 187 U. S. 516, 
102 O. G. 623, 1908 C. D. 687, the same Court held that the mark 
“Syrup of Figs’ was deceptive and not entitled to protection as a 

property right because there was no appreciable amount of the 
syrup of figs in the preparation. In that case the Court used 
the sweeping language— 


“where any symbol or label claimed as a trade-mark is so constructed or 
worded as to make or contain a distinct material assertion which is 
false, no property can be claimed on it, or, in other words, the right to 
the exclusive use of it, cannot be maintained.” 
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To the same effect was the holding of the same Court in the 
case of Holzapfel’s Compositions Company v. Rahtjen’s American 
Company, 183 U. S. 1, 97 O. G. 958, 1901 C. D. 500, in which the 
trade-mark contained the words “Rahtjen’s Patent Composition,” 
when as a matter of fact the composition was not patented. The 
Court, citing with approval the Manhattan Medicine Company case 
above noted, stated— 

“a symbol or label claimed as a trade-mark, so constituted or worded 
as to make or contain a distinct assertion which is false, will not be 
recognized, and no right to its exclusive use can be maintained.” 

The Court of Appeals, D. C., has applied the doctrine of these 
Supreme Court cases in a trade-mark interference case, Levy v. Uri, 
135 O. G. 1868; 1908 C. D. 461, 31 App. D. C. 441, in which the 
labels contained the false representation that the whisky was pure 
old rye, when in fact it was part bourbon and contained neutral 
spirits and coloring matter, and held that this deception robbed 
the appellee of its right to exclusive use of the trade-mark, and in 
consequence its right to registration. In the case of the Schuster 
Company v. Muller, 126 O. G. 2192, 1907 C. D. 455, 28 App. 
D. C. 409, the same Court, in commenting upon the alleged deceptive 
statements concerning the ingredients of the bitters to which the 
mark was applied, said: 


“An exclusive privilege to deceive the public is not one that a court 
of equity can sanction, nor one which the Commissioner of Patents should 


aid.” 

All these cases establish clearly enough that deception of the 
character indicated in those adjudicated cases is sufficient to exclude 
a party so offending from any claim based upon exclusive use or 
right to the use of a mark. All these cases can be distinguished 
from the case at bar in this, that the former disclose deception as 
to the goods themselves to be sold to the purchasers or customer, 
and the fraud was intentional. The case that, on a superficial 
review, would seem to depart from the other adjudicated cases is 
that of the Holzapfel’s Compositions Company. A careful con- 
sideration, however, will disclose that the deception practiced in 
such case by stating in the trade-mark that the composition was 
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patented was a deception practiced upon the purchaser calculated 
to mislead him into believing the composition had been adjudged by 
government patent experts as new, useful, and a subject of inven- 
tion. This would tend to enhance the value of the composition in 
the estimation of the purchaser. The fraud was also intentional. 
In the instant case there is no evidence that there was any inten- 
tional fraud or that the statement of the witness that the notifica- 
tion to the public that the trade-mark was registered was a mistake 
should not be accepted. This explanation seems more probable when 
the widespread lack of information among laymen concerning the 
distinction between copyright of prints and labels and registration 
of trade-marks is considered. Further, the purchasing public was 
not damaged or deceived in connection with the goods themselves. 
The purchaser would have little concern as to whether the notation 
or name by which he designated the goods he wished was registered 
as a trade-mark. In fact, the notification that it was so registered 
would tend to his benefit rather than his detriment, because it would 
tend to intimidate would-be infringers and imitators of the goods 
he actually sought to purchase. In some adjudicated cases the 
question at issue was solely the right to registration which had 
arisen in an intereference proceeding, whereas the present issue 
involved in the instant proceeding is whether the registrant was 
entitled to registration when it filed its application. Petitioner is 
not now asserting a right to registration. Its right to use the 
mark on his goods is a common-law right, and it has used the 
mark continuously since before the registrant entered the field. 
The Examiner of Interferences relied principally in reaching 
his conclusion sustaining the petition on the holding in the case of 
Dr. S. A. Richmond Nervine Co. v. Dr. Miles Medical Company, 
313 O. G. 8, 1923, C. D. 86 [18 T. M. Rep. 882]. The registrant 
has pressed the distinction with respect to this case that the peti- 
tioner had purged itself of the deception practiced upon the public 
in connection with the misbranding of its goods before the pro- 
ceedings were instituted. It is to be noted, however, that the 
registrant had adopted and used the mark in 1900 and the petitioner 
some years earlier, but that the discontinuance of the deceptive 
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misbranding took place in 1917. The period of deceptive use was 
relied upon to establish that the registrant had not exclusive use of 
the mark for one year preceding its application. This adjudicated 
case also made it plain that the misbranding did not take away 
the petitioner's right to use the mark and pointed out that the 
registrant, if the registration were sustained, could prevent the con- 
tinued use of the mark by petitioner. Clearly enough, the registra- 
tion could not be sustained. In connection with the charge of want 
of “clean hands” on the part of petitioner attention is invited to 
the case of Krank v. Phillippe, 321 O. G. 461, in which a deception 
practiced for a limited time is held not to be sufficient to oust 
petitioner of his remedy in a cancellation proceeding. 


After a review of the foregoing cases and others with which 
I am familiar it is believed the deception, which must be held to 
have been unintentional, of which petitioner is justly charged is 
not of a character to warrant depriving it of its rights to use the 
mark as a trade-mark. The use by registrant of the same mark 
upon the same class of goods would probably damage the petitioner. 


It is believed the conclusions of the Examiner of Interferences are 
sound. 


The decision of the Examiner of Interferences sustaining the 
petition is affirmed, and the registration No. 168,302 issued May 
15, 1928, to the American Printing Ink Company of Cincinnati, for 
printing inks, is ordered cancelled. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Act of 1920: Cancellation 


Fennine, A. C.: Held that the Montevallo-Straven Coal 
Co., was not entitled to register under the Act of 1920 the words 
“Montevallo-Straven,” as a trade-mark for coal, and that the 
registration which it had obtained should be cancelled in view 
of the prior use by the Montevallo Mining Company, of the word 
“Montevallo,” as a trade-mark for coal. 
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In his decision the Assistant Commissioner held that the 
pleadings, no testimony having been taken by either party, estab- 
lished the use of the word “Montevallo” as a trade-mark by the 
Montevallo. Mining Company, and after quoting from the petition 
for cancellation, said: 


“This is a clear allegation of use by petitioner of ‘Montevallo’ as a 
trade-mark. It is clear that the registered mark must be stricken from 
the register, since it includes the mark of petitioner, and the Act of 
1920 does not permit the registration of a trade-mark which is identical 
with or similar to a trade-mark owned or used by another on merchandise 
of the same descriptive properties (citing decisions).” * 


Act of 1920: Scope of Use 

Kinnan, F. A. C.: Held that S. C. Johnson & Son is entitled 
to register the word “Johnson’s” as a trade-mark for stains, crack 
fillers, and varnishes, but is not entitled to register it for enamels 
and ready mixed paints. 

The ground of this decision is that S. C. Johnson & Son is 
entitled to register this name at all only because it had registered it 
under the “ten years clause” of the Act of 1905, as a trade-mark for 
floor wax and, under the amendment to that clause contained in 
Section 9 of the Act of 1920, was entitled to register it for the 
other goods on which it had been used for one year prior to the 
application for registration, unless some one else in the meantime 
had used that mark on those goods, or had used one so similar to it 
as to be likely to deceive, and that The R. F. Johnson Paint Com- 
pany had used the name “Johnston's” on paints and enamels prior 
to any use by S. C. Johnson & Son on those goods. 

In his decision, after referring to applicant’s contention that 
it was entitled to register under the Act of 1905 without regard 
to the amendment, and to the decision of the Court of Appeals of 
the District of Columbia in the case of In re A. G. Spaulding & 
Bros., 27 App. D. C. 314, 128 O. G. 821, the First Assistant 
Commissioner said: 


“Applicant does not allege actual use of this surname upon any of 
the goods or articles named in its application for ten years preceding 


* Montevallo Mining Co. v. Montevallo-Straven Coal Co., 146 M. D. 
406, March 20, 1925. 
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the Act of February 20, 1905. It is believed this holding of the Court 
of Appeals is conclusive against applicant’s contention that its use of 
the name on varnishes for ten years preceding the passage of the 1905 
Act grants it any rights to registration for the goods set forth in its 
application, save under the provisions of Section 9 of the Act of 1920 
amending the Act of 1905.” 

And then, after citing the language of Section 9 of the Act of 1920 
and referring to applicant’s contentions that this section relates to 
goods in different classes, that the use by the opposer on paints 
and enamels gave it no vested rights because paints and enamels 
belong to the same class as varnishes, and that prior use of the 
mark by S. C. Johnson & Son on the latter establishes priority 
as to all goods possessing the same descriptive properties, the 
First Assistant Commissioner said: 

“It is not believed these contentions are sound. The interpretation 
of Section 9 of the 1920 Act for which applicant argues is not supported 
by any adjudicated case to which my attention has been called or with 
which I am familiar. The strict interpretation of the terms of the 


statute must be followed in connection with an application for registration 
of a common surname.” 


After citing a number of decisions, some of which hold speci- 
fically that an applicant cannot register a mark for goods upon 
which he has never used the mark, even though they be of the 
same descriptive properties as the goods on which he had used it, 
he said: 

“Under all the circumstances of the instant case, it is believed the 
rights of both parties overlap and that neither can obtain the broad 
protection of the mark for all these various goods possessing similar 


descriptive properties, but that each must be restricted to such goods, 
in connection with which it has actually first used the mark”? 


Conflicting Marks 


Fennine, A. C.: Held that the Wicks Pharmacal Co., is 
not entitled to register, as a trade-mark for salve, the words 
‘Wicks’ All-around Relief Salve,’ associated with the representa- 
tion of the western hemisphere, across which is diagonally written 
“H. O. Wicks,” in view of the prior use and registration by the 


*The R. F. Johnston Paint Co. v. S. C. Johnson & Son, 146 M. D. 
397 and 411, March 11 and 28, 1925. 
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Vick Chemical Co., of the the word 
salve. 


“Vick’s” for a medicinal 


The ground of the decision is that, as the opposer’s mark, 
“Vick’s” is registered under the ten-year clause, it is entitled to 
be protected, not only against a literal, but against a colorable 
imitation, and that “Wicks’” is merely a colorable imitation of 
“Vick’s.” 

In his decision the Assistant Commissioner referred to the 
decision of the Supreme Court in the case of Davids Company 
v. Davids Manufacturing Company, 233 U. S. 461, 202 O. G. 
952 [4 T. M. Rep. 175], as interpreted in the decision in the case 
of Warner Bros. v. Wiener, 218 Fed. Rep. 635 [4 T. M. Rep. 465], 
in which it was pointed out that under Supreme Court decision a 


mark registered under the ten-year clause must be treated as if 
it were an arbitrary word.* 


FenninG, A. C.: Held that The Boyshform Brassiere Co., 
was not entitled to register under the Act of 1920 a trade-mark 
for brassieres, consisting of the word “Boyshform” written across 
the outline figure of the upper portion of the body of a woman, 
below which appears the word “Bando,” in view of the prior use 
and registration by the Frolaset Corset Company of the word 
“Bandobelt,” as a trade-mark for diaphragm confiners, corsets, 
corset waists, brassieres, bandeux, girdles and belts for personal 
wear. 

The ground of the decision is that the marks are so similar 
that the purchaser of a brassiere bearing the mark “Bando,” of 
The Boyshform Brassiere Co., would think that it came from 
the same source as the other goods. 

In his decision the Assistant Commissioner said: 


“It is too clear to need argument that the goods of the parties are 
goods of the same descriptive properties, so that the purchaser of brassieres 
would expect them to come from the same source as the other goods 
mentioned. The record clearly discloses that the Frolaset Company used 
its mark prior to any date of the Boyshform Co. The word ‘Bando’ 
forms such a prominent part of the registered mark and is so similar 


* Vick Chemical Co. v. Wicks Pharmacal Co., 146 M. D. 404, March 
13, 1925. 
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to ‘Bando-belt’ that confusion is probable, and this is sufficient, as 
pointed out in Macy § Co., Jnc. v. The Macey Company, Inc., 1922, C. D. 


2, 295 O. G. 463 and Interwoven Stocking Company v. David Harris & 


Eisner, 329 O. G. 11.” 

With reference to the question of the record not having been 
printed in sufficient time in advance of the date fixed for final 
hearing, he said: 

“Through an inadvertence, petitioner did not print its record below 
in sufficient time in advance of the hearing originally set. On objection 
by registrant the hearing was postponed, so that the printed record 


was actually filed in advance of the actual hearing, the time prescribed 


by the rules. Under those conditions there was no error in considering 
the record below.” * 


Goods of Unlike Descriptive Properties 


FenninG, A. C.: Held that Mortimer W. Sargeant is en- 
titled to register the words ““Palmol Handrops,”’ as a trade-mark 
for a hand lotion, notwithstanding the prior use by The Palmolive 
Company of the word “Palmole,’ as a trade-mark for toilet soap. 

The ground of this decision is that the goods are not of the 
same descriptive properties and therefore confusion would not 
be likely to arise by reason of the contemporaneous use of the 
marks. 

Relative to the similarity of the goods, the Assistant Com- 
missioner said: 

“I am unable to hold that hand lotion, which is to improve the 
condition of the hands and is to be applied generally after washing the 
hands, is a substance which can be said to have the same descriptive 
properties as a soap which is used in washing the hands. I am the more led 
to this conclusion by finding in the record an indication that the Palmolive 
Company was willing to file a formal consent to the registration of the 


mark if applicant would restrict his use to hand lotions, and not extend 
his use to any other class of goods.” 


With respect to the contention that the mark sought to be 
registered is the name of the opposer, he said: 


“The amended notice of opposition alleges that the mark here in- 
volved is merely the name of opposer, but ‘Palmol’ and ‘Palmolive’ are 
distinctly separate words. (The Deco Co. v. The Dayton Ignition Com- 
pany, 1922 C. D. 12, 301 O. G. 631 [12 T. M. Rep. 364].” 


*Frolaset Corset Co. v. The Boyshform Brassiere Co., 146 M. D. 
409, March 27, 1925. 
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With respect to the argument based on the ground that the 
applicant had printed no record, he said: 


“The applicant introduced no evidence and has not printed any record. 
On this ground opposer suggests that the opposition should be sustained, 
but I am unable to find in the rules a definite requirement that ap- 
plicant should print for use in the Patent Office his application papers 
or his answer. This ground of appeal therefore is overruled.” § 







Name of Individual 





Fennine, A. C.: Held that Arsene J. Van Exem is not 
entitled to register the word “Bakeland,” as a trade-mark for 
artificial and natural pearls, since it is the mere name of an individ- 
ual. The opposition was filed by Leo H. Baekeland. 

In his decision the Assistant Commissioner said: 


“Applicant calls attention to the fact that it spells the first syllable 
with an ‘a’ where opposer’s name has ‘ae.’ The two words are pronounced 
alike and to the average individual would certainly seem to be the same 
word. 

“The General Manager of applicant testifies that the word adopted 
was the name of a more or less mythical character in Flemish literature. 
In Q. 39, however, he points out that the name of that character is 
sometimes spelled the way opposer spells his name, so that it seems 
that applicant in adopting its mark thought it was adopting something 
identical with opposer’s name.” ° 


Non-Conflicting Marks 





Fennine, A. C.: Held that Charles L. Jones was entitled 
to register the word “Devilon,” as a trade-mark for insecticide 
for roaches, water bugs, ants, bed bugs, etc., and that its regis- 
tration should not be cancelled, notwithstanding the prior regis- 
tration and use by the Wm. Shield Mfg. Co. of the words “Red 
Devil,” associated with a picture of the devil, as a trade-mark for 
powdered lye. 

The ground of the decision is that the marks are not so 
similar as to be likely to cause confusion in the mind of the 


public. 


*The Palmolive v. Mortimer W. Sargeant, 146 M. D. 401, March 13, 
1925. 


*Baekeland v. Van Exem, 146 M. D. 408, March 14, 1925. 
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In his decision the Assistant Commissioner said: 


“There is no showing of confusion nor is there a showing that 
registrant adopted his mark in order to simulate petitioner’s mark, nor 
to absorb any portion of its business. With the word devil in mind, 
it is easy of course to see that the registered mark includes the letters 
of that word. To the casual inspection, however, the registered mark 
does not suggest devil. Certainly, it is far from being so near to ‘Red 
Devil’ as to be likely to cause confusion. It is as easy to pronounce 
the ‘E’ in the registered mark long as short, and such pronunciation of 
course will make any suggestion of confusion impossible. The apparent 
and obvious dissimilarity in the marks, taken together with the fact 
that there is some question as to similarity of goods, satisfies me that 
the registration should not be canceled.” 


Priority of Use 


Kinnan, F. A. C.: In the case of Joannes Brothers Co. v. 
Jas. H. Forbes Tea and Coffee Co., held that Joannes Brothers Co. 
is not entitled to register the name “Martha Washington” as a 
trade-mark for coffee since it had not established that it used this 
mark prior to July, 1909, the date of use established by the 


Jas. H. Forbes Tea and Coffee Co. of the same mark on the same 
goods. 


The only question raised is that of the sufficiency of proof 
offered on behalf of Joannes Brothers Co. to establish a date earlier 
than July, 1909. 


In his decision the First Assistant Commissioner said: 


“The applicant, Joannes Brothers Company, has presented its ap- 
plication some twelve years after registrant obtained its registration of 
the mark. It is deemed proper to hold that in view of this long lapse 
of time during which applicant failed to assert its rights, the burden 
of proof rests somewhat heavily upon applicant to establish its prior 
adoption and use by clear and convincing testimony. It is in evidence 
that goods were sold, by the registrant, many years before applicant 
filed its application, in the same territory and even the same town where 
applicant conducted its business.” 


After discussing the testimony of the different witnesses, he 
said: 


“Considering the case so far as made out by appellant, it may well 
be that the mark was used to some slight degree by appellant before July, 
1909, but the testimony submitted is far from fully establishing such 
fact—if it be a fact. There is no satisfactory proof of interstate use and 


* Wm. Shield Mfg. Co. v. Charles L. Jones, 146 M. D. 409, March 27, 
1925. : 
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in view of the lack of record evidence, the long lapse of years since 
the acts testified to are alleged to have occurred and the long period 
during which appellant must have been aware of the use of the mark 
by the registrant and made no protest, it must be held appellant has 
not sustained the burden of proof and cannot prevail.” * 


Suspension Pending Determination of Suit 


Fennina, A. C.: Suspension of an appeal from the decision 
of the Examiner of Interferences that Bragno & Mustari, are not 
entitled to register as a trade-mark for corn oil for salads and 
cooking purposes, a mark consisting of the word “Granola” on a 
diamond figure, below which is a dark circle, both of which are 
superposed upon upright lines, because of the prior use and regis- 
tration by the Corn Products Refining Company of two marks, one 
consisting of the word “Mazola,’ and the other of the word 
“Mazola’” included in a figure resembling a grain of corn with 
which is associated a partially open ear of corn bearing the husk 
on which is the head of a woman. 

This suspension was made in view of a preliminary injunction 
issued by the District Court for the Northern District of Illinois, 
in a case involving the same parties, restraining Bragno & Mustari 
from the use of the mark herein involved and refusing to modify 
the injunction so as to release the word “Granola” alone. 

In his decision, after reciting the facts as above stated, the 
Assistant Commissioner said: 


“It is clear, therefore, that, in view of the order in the United States 
Court, applicants are now prohibited from using their mark. To be sure, 
that is an interlocutory order and the state of affairs may be changed 
at final hearing. Nevertheless, it would be inappropriate for us to waive 
the same and proceed to render judgment in the present opposition pro- 
ceedings. The opposition must be sustained unless the injunction in the 
United States Court is raised. 

“It is ordered, therefore, that proceedings in the present case be 
suspended until May 1, 1925, at which time the decision of the Examiner 
of Interferences will be affirmed, unless reason to the contrary is shown 
prior to that time.” ® 


*Joannes Brothers Co. v. Jas. H. Forbes Tea and Coffee Co., 146 
M. D. 394, March 2, 1925. 

®Corn Products Refining Co. v. Bragno & Mustari, 146 M. D. 266, 
Oct. 21, 1924. 














